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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SLX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Diczst. 
Transportation extra. 


Tue Unitep States Trape-Marx Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
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TrADE-Mark Acts or Fespruary 20, 1905 ann Marcu 19, 1920— 


AMENDMENTS 












[ Public 


No. 586—75th Congress | 





[ Chapter 332—3d Session] 
(H. R. 9996] 
AN ACT 


To authorize the registration of certain collective trade-marks. 





Be it enacted by the Senate and House of Representatives of the United 
States of America in Congress assembled, That Section 1 of the Trade- 
Mark Act of February 20, 1905, as amended, is amended by adding at the 
end thereof the following new paragraph: 


“By similar procedure, any natural or juristic person, including nations, 
States, municipalities, and the like, which exercises legitimate control over 
the use of a collective mark, may apply for and obtain registration of such 
mark.” 






Sec. 2. Section 1 (b) of the Trade-Mark Act of March 19, 1920, as 
amended is amended to read as follows: 















“(b) All other marks not registrable under the Act of February 20, 
1905, as amended, except those specified in paragraphs (a) and (b) of 
Section 5 of that act, including collective marks of natural or juristic 
persons, and nations, States, municipalities, and the like, exercising legiti- 
mate control over the use of the trade-mark sought to be registered even 
though not possessing an industrial or commercial establishment, which 
have been in bona fide use for not less than one year in interstate or foreign 
commerce, or commerce with the Indian tribes by the proprietor thereof, 
upon or in connection with any goods of such proprietor upon which a fee 
of $15 has been paid to the Commissioner of Patents and such formalities 
as required by the said Commissioner have been complied with: Provided, 
That trade-marks which are identical with a known trade-mark owned 
and used, in interstate and foreign commerce, or commerce with the Indian 
tribes, by another and appropriated to merchandise of the same descriptive 
properties or which so nearly resemble a known trade-mark owned and 
used in interstate and foreign commerce or commerce with the Indian 
tribes by another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers, shall not be placed on this register.” 










Sec. 3. Section 4 of the Trade-Mark Act of February 20, 1905, as 
amended, is further amended by deleting therefrom the following: 
“Provided further, That subject to the provisions of Section 5 of said 
Trade-Mark Act (U. S. C., Title 15, Sec. 85) registration of a collective 
mark may be issued to an association to which it belongs, which association 
is located in any such foreign country and whose existence is not contrary 


to the law of such country, even if it does not possess an industrial or com- 
mercial establishment.” 
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Sec. 4. Registrations heretofore granted under that portion of Section 
4 of the Trade-Mark Act of February 20, 1905, as amended, repealed by 
Section 3 of this act, shall hereafter have the same force and effect as if 
granted under Section 1 of this act, and applications pending under such 
portion of such Section 4 shall be considered in accordance with the 
provisions of Section 1 of this act. 


Sec. 5. Section 29 of the Trade-Mark Act of February 20, 1905, is 
amended to read as follows: 


“Sec. 29. In construing this act the following rules must be observed, 
except where the contrary intent is plainly apparent from the context 
thereof: The United States includes and embraces all territory which is 
under the jurisdiction and control of the United States. The word ‘States’ 
includes and embraces the District of Columbia, the territories of the United 
States, and such other territory as shall be under the jurisdiction and 
control of the United States. The terms ‘person’ and ‘owner,’ and any 
other word or term used to designate the applicant or other entitled to a 
benefit or privilege or rendered liable under the provisions of this act, 
include a firm, corporation, or association as well as a natural person. The 
term ‘juristic person’ includes a firm, corporation, association or similar 
organization capable of using and being sued in a court of law. The terms 
‘applicant’? and ‘registrant’ embrace the successors and assigns of such 
applicant or registrant. The term ‘trade-mark’ includes any mark which 
is entitled to registration under the terms of this act, and whether regis- 
tered or not, and a trade-mark shall be deemed to be ‘affixed’ to an article 
when it is placed in any manner in or upon either the article itself or the 
receptacle or package or upon the envelope or other thing in, by, or with 
which the goods are packed or enclosed or otherwise prepared for sale or 
distribution.” 


Approved, June 10, 1938. 


NaTIONAL Biscuit Co. v. KELLoGG Company 
United States Circuit Court of Appeals, Third Circuit 


May 5, 1938 


Unrair Competition—Suits—A ppEALS—CLARIFICATION OF MANDATE. 

As appellant’s petition seeks only clarification of mandate and was 
presented before expiration of term at which mandate was issued, 
court has right to entertain it and grant relief sought. 

Unrair ComMPEeTITION—REHEARING AND REOPENING— JURISDICTION. 

A Circuit Court is without jurisdiction to entertain appellee's peti- 
tion for rehearing which was not presented, nor permission given to 
present it, within term of order, or within term of petition for 
certiorari, or within term when mandate was issued. 


In equity. On plaintiff-appellant’s petition to recall and clarify 


mandate, and defendant-appellee’s petition for rehearing. Granted. 
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Cooper, Kerr § Dunham, of New York City, Hugh M. Morris, 
of Wilmington, Del., and Charles A. Vilas and Thomas G. 
Haight, both of New York City, for appellant. 

Edward §. Rogers and Crichton Clarke, of New York City, 
Jones, Addington, Ames & Seibold and Ward & Gray, all of 
Chicago, IIl., for appellee. 


Before Burrineton, Davis and THompson, Circuit Judges. 


Davis, C. J.: On April 12, 1937, during the March Term of 
this court, a decree was entered, pursuant to an opinion filed the 
same day, reversing with costs a decree of the United States District 
Court for the District of Delaware, which dismissed the appellant’s 
bill of complaint, and containing a direction to the District Court 
to enter a decree “enjoining the defendant (appellee) from the use 
of the name ‘Shredded Wheat’ as its trade-name and from adver- 
tising or offering for sale its product in the form and shape of plain- 
tiff’s biscuit in violation of its trade-mark; with further directions to 
the said District Court to order an accounting for damages and 
profits.” Subsequently a petition for rehearing was filed by appel- 
lee and denied ‘in due course. A petition for certiorari was then 
presented to the Supreme Court of the United States and denied in 
October, 1987, during the October Term of this court. This was 
followed by a petition to the Supreme Court for a rehearing and by 
petitions to this court and the Supreme Court that injunctive relief 
be withheld pending a further application for certiorari, which ap- 
pellee stated that it intended to make after a final decree following 
an accounting had been entered in the District Court and presumably 
finally passed upon by this court. All of these petitions were denied 
during the October Term, 1937, of this court. On December 7, 1937, 
this court issued its mandate in the exact language, except as to 
costs, of the order of April 12, 1937 above quoted. Appellant then 
applied to the District Court to enter a final decree. This was done, 


but the District Court, in the parts of the decree which dealt with 


the injunction and the recovery of damages and profits, except for 


the usual provisions in such decrees enjoining officers, agents, etc., 
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followed the exact language of the mandate. Appellee contended 
before the District Court and this court that the opinion, order and 
mandate of this court meant that appellee could sell and offer for 
sale its biscuit in the usual pillow-shape form, provided it did not 
place on the cartons or in advertising matter what has been referred 
to in this case as the plaintiff’s ‘“two-biscuit-in-a-dish” trade-mark, 
and apparently contended that it could likewise use the words 


“Shredded Wheat” unless in connection with that trade-mark. 


Because the District Court was apparently in doubt as to exactly 


what the mandate intended to enjoin, and because the defendant 
had expressed a determination to advertise and sell biscuits in the 
pillow-shape form, appellant, before the expiration of the October, 
1937, term, at which the mandate was issued, applied to this court 
to recall its mandate and clarify it. 

We thought that, when our opinion was read as a whole, we had 
made it perfectly clear that what we intended to enjoin was the 
use of the name “Shredded Wheat” as a trade-name and the adver- 
tising and selling of biscuits in the pillow-shape form, irrespective 
of whether the two-biscuit-in-a-dish trade-mark were employed in 
connection with either the use of the name or the sale or advertising 
of the biscuit in the pillow-shaped form. This was the construction 
which the appellee placed on the opinion and order of April 12, 
1937, in its petition for rehearing to this court and appellant says 
that it placed the same construction upon them in its various peti- 
tions to the Supreme Court. It so admitted before this court at the 
hearing to recall the mandate. Appellee in those petitions doubt- 
less placed upon the mandate what it believed to be its proper con- 
struction and its changed view adopted after the mandate of this 
court had issued was apparently due to the exigencies of its position 
rather than to any real belief that the opinion of this court left any 
doubt as to what was meant. The language at the end of the 
opinion and in the order and mandate is poorly phrased. We in- 
tended to enjoin the use of the words “Shredded Wheat” as a trade- 
name, the advertising and sale of biscuits in the pillow-shape form, 
and the use of the two-biscuit-in-a-dish trade-mark, separately or 
together. 
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At the hearing to recall and clarify the mandate, counsel for 
appellant submitted an order which it requested the court to make. 
Counsel for appellee was asked if he wished to submit an alternative 
form of order. He said that he did and was given ten days in which 
todo so. Instead of presenting such an order, he has filed a printed 
petition of twenty-three pages, in which he has asked for a rehear- 
ing of the whole case and questions the jurisdiction of this court to 
entertain appellant’s petition. 

As appellant’s petition seeks only a clarification of the mandate, 
and as it was presented before the expiration of the term at which 
the mandate was issued, we have no doubt of our right to entertain 
it and grant the relief sought. Bronson v. Schulten, 104 U.S. 410; 
Marion County Court, W. Va. v. Ridge, et al., 13 F. (2d) 969. 
It is equally clear that this court is without jurisdiction to entertain 
appellee’s petition for rehearing. It was not presented, nor was per- 
mission given to present it, within the term when the order of April 
12, 1937 was made, nor within the term when the Supreme Court 
denied the petition for certiorari and the petition for rehearing nor 
within the term when the mandate was issued. Arcoil Mfg. Co. v. 
American Eq. Assur. Co., 87 F. (2d) 206 (C. C. A. 3); Foster v. 
N. L. R. B., 90 F. (2d) 948 (C. C. A. 4); Bronson v. Schulten, 
supra; Marion County Court, W.Va. v. Ridge, et al., supra. The 
petition for rehearing therefore must be denied for lack of jurisdic- 
tion. 

But even if we had jurisdiction to consider it, we see no reason 
why it should be granted. Nothing new is presented except that in 
February, 1938, the British Privy Council in Canadian Shredded 
Wheat Co., Ltd. v. Kellogg Company of Canada, Ltd. reached, it is 
claimed, a different conclusion from that of this court. Even if the 
record in the two cases were the same, the latter decision does not 
persuade us that the conclusion at which we arrived was wrong. We 


are advised that the British High Court of Justice on a full record 


reached a different conclusion from that of the British Privy Council 
as to the registrability of “Shredded Wheat” as a trade-name under 


the English statute. 
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The only remaining question is whether, in view of the fact that 
the order of April 12, 1937 did not specifically provide for an 
injunction against the violation of the two-biscuit-in-a-dish trade- 
mark (although it was intended to do so) we have any jurisdiction 


to amend the mandate so as to include specifically such a provision. 


As there may be some doubt on this question, we will not amend the 
mandate so as to provide a specific injunction against the use of the 
two-biscuit-in-a-dish trade-mark. Its use on a carton or in advertis- 
ing matter, when the defendant is not permitted to use the word 
“Shredded Wheat” as a trade-name or to advertise or sell biscuits 
in the pillow-shape form, would manifestly be so improper and so 
likely to mislead that we will assume that the appellee will not 
use it. 

An order will be made calling for clarification of the mandate, 


as requested in appellant’s petition and motion. 


‘Esso, INcorporATED v. STaNDARD O1L ComMPANy 
United States Circuit Court of Appeals, Eighth Circuit 


July 18, 1938 


TrapvE-Mark INFRINGEMENT—WuHatT May ConstituteE—“Esso” anno “S O” 
—ConFiictinc Marks. 

It is the accepted rule that similarity of sound, as well as of ap- 
pearance, of the words or letters composing a trade-mark may constitute 
infringement. The word “ESSO” held, therefore, an infringement of 
the letters “S O,” both marks being used on gasoline. 

Unrair Compretition—‘ESSO” anv “S O”—TerriroriaL IDENTIFICATION OF 
Trape-NameEs With Propucer. 

Where plaintiff (Standard Oil Company) an Indiana Corporation, 
had, since prior to 1900, used in fourteen central and western states as 
trade-marks for its petroleum products the names “Standard Oil Com- 
pany” “Standard Oil,” “Standard,” “S O C O” and “S O” and had by 
widespread and costly advertising identified the said trade-names to the 
public with its said products, the use by defendant in sections of the 
same territory of the word “ESSO” as a trade-mark for petroleum 
products, held unfair competition, and the decision of the lower court, 
enjoining any further use of the word was affirmed. 


In equity. Action for trade-mark infringement and unfair com- 
petition in the use of a trade-rame. From a decision of the United 
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States District Court, Eastern District of Missouri, defendant ap- 
peals. Affirmed. For the decision below, see 27 T.-M. Rep. 544. 


Edward §. Rogers (H. M. McLarin, Frank H. Sullivan, Wil- 
liam O. Reeder and Edwin S. Hall with him on the brief), 
all of New York City, for appellant. 

Harry D. Nims and George O. Durham (Harry C. Barker, 
Louis L. Stephens, Wallace H. Martin and Stewart L. Whit- 
man with him on the brief), all of New York City, for ap- 
pellant. 


Before GarpNer, Wooproveu and Tuomas, Circuit Judges. 


GarpNerR, C. J.: This is an appeal from a decree enjoining 
appellant from using the term “Esso,” either alone or in combina- 
tion with other names, terms, letters, marks, symbols, or syllables 
in connection with petroleum and its products in the States of 
Missouri, Colorado, Illinois, Indiana, Iowa, Kansas, Michigan, 
Minnesota, Montana, North Dakota, Oklahoma, South Dakota, 
Wisconsin and Wyoming. The court found that the use of such 
word or term by itself or in such combination constituted an infringe- 
ment of plaintiff's trade-marks established and used by it in said 
states, and that the use thereof by the appellant constituted unfair 
competition. We shall refer to the parties as they appeared below. 

Plaintiff, in its bill of complaint, alleged that for a long time 
prior to the acts complained of, it had been engaged in the produc- 
tion and sale of petroleum products in the named states, and that it 
was now and had been for many years the largest and best known 
marketer of petroleum products in said states, under one or more 
of the following marks: “Standard Oil Company,” “Standard Oil,” 
“Standard,” “S O C O,” and “S O”; that during said time it had 
caused its products to be advertised before the public in said states, 
including the State of Missouri, and that it had expended many 
millions of dollars in advertising in various publications, outdoor 
advertising, and other forms of advertising, in which said marks or 
symbols were emphasized as trade-marks, identifying the products 
so advertised as sold by plaintiff; that these marks were made to 
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appear before the public in many ways, and that each of them 
identified plaintiff; that it is the owner of the trade-marks for said 
terms, trade-names, and symbols in Missouri and the other states 
mentioned; that these marks have been used by plaintiff, or its 
predecessors, exclusively, and that in Missouri such exclusive use 
began prior to the year 1900; that plaintiff is a corporation organized 
under the laws of the State of Indiana, while defendant is a cor- 
poration organized under the laws of the State of Delaware; that 
the term “Esso,” which appears in the corporate name of defendant 
and on containers and signs used by it, is merely the letters “S’”’ (ess) 
and “OQ” (0) spelled out; that the letters “S O,” whether spelled 
out (Ess O), or written as letters (S O) are identical in sound and 
meaning, the letters ““S O” being the initials of plaintiff's trade-mark 
“Standard Oil’; that the Standard Oil Company of New Jersey 
caused the defendant to be organized, and owns all its stock; that 
shortly prior to the commencement of this suit, defendant began to 
sell and was selling in Missouri petroleum products under and in 
connection with the letters “S O,” using them in their spelled-out 
form in the brand ‘Esso,’ and in other brands containing them; 
that the products so handled and sold by defendant in Missouri were 


furnished, directly or indirectly, by the Standard Oil Company of 


New Jersey; that the defendant is selling its petroleum products, 


not made nor sold by plaintiff, in containers carrying the colors red 
and white, or red, white and blue, in connection with the letters 
“S O”; that plaintiff protested against said invasion of its territory 
by the Standard Oil Company of New Jersey, through its subsidiary, 
the defendant, but that, notwithstanding such protest, it has per- 
sisted in invading plaintiff's said trade territory and in committing 
the said acts of unfair competition, giving arise to confusion and 
uncertainty as to what products it was in fact selling. 

Defendant admitted many of the facts alleged in the bill but 
denied its purpose unfairly to secure the benefit of plaintiff’s good- 
will, and asserted its right to use the words, terms, and names, and 
the right to extend its trade into the territory claimed by plaintiff. 
It put in issue the inferences to be drawn from the facts pleaded, 
rather than the basic facts alleged. 
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The court found in substance that all the material allegations of 
plaintiff’s bill were true. The findings are elaborate and in con- 
siderable detail. It found as a fact that plaintiff's exclusive right 
to the use of the terms had been adjudicated by various courts; that 


the Standard Oil Company of New Jersey had recognized and 


acknowledged plaintiff's exclusive right to the use of these terms 


and words in said states; that in 1899 the Standard Oil Company of 


New Jersey acquired the corporate stock of the Standard Oil Com- 
panies, including plaintiff, and continued to hold that stock until 
1911, when such ownership ceased by reason of a decree of dis- 
solution; that this ownership gave the Standard Oil Company of 
New Jersey no rights in, nor ownership of the good-will or trade- 
marks of plaintiff, but, on the contrary, that since the dissolution 
decree of 1911, the various Standard Oil Companies, including 
plaintiff, have used one or more of the trade-marks “Standard,” 
“Standard Oil,” “Standard Oil Company,” “S O C O,” and “S O,” 
or abbreviations of them, exclusively in the territory where each 
had operated under the name Standard Oil Company, and each of 
said companies had acquired common law rights in these marks 
used by it in the states in which it had used such trade-marks; that 
each of these companies has competed with the others without 
limitation as to locality under many different names and trade- 
marks, not, however, including “Standard,” or similar words; that, 
as early as 1921 and prior to any use of the word or mark “Esso” 
by defendant in the mentioned states, plaintiff notified the Standard 
Oil Company of New Jersey that it would object to any use of that 
word in such states; that, in 1935, defendant opened three stations 
in the City of St. Louis, Mo., at which it sold and offered for sale 
gasoline, oil, and other petroleum products; that on signs, pumps, 
and other equipment at said stations it displayed the terms “Esso,” 
“Esso, Inc.,” and “Esso Station,’ and also combinations of “Esso,” 
and offered for sale petroleum products in cans marked “Essolube,” 
“Essoleum,” and “S O Co. of N. J.”; that signs marked ‘“‘Esso”’ also 


bore phrases like, ““Not Connected with Standard Oil Company 
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(Indiana)”’ ; that pamphlets were distributed by it containing similar 
statements, as did its other advertisements; that defendant’s stations 
were decorated in the same colors as those of plaintiff; that plain- 
tiff used its trade-marks and trade-names in the legitimate course 
of its business and not with the intent or purpose of forestalling or 
preventing legitimate exercise of any lawful rights of the defendant, 
or its parent company; that the public regards the letters “S O” 
when used in connection with petroleum products sold by plaintiff 
as products sold by it; that the intent of the Standard Oil Company 
of New Jersey, in its use of ‘““Esso” as a brand and as a part of the 
corporate name of defendant, is to sell its goods as “Standard Oil” 
and “S O” goods in states in which these brands are not its trade- 
marks, but are the trade-marks and trade-names of plaintiff, and by 
so doing to enable it to deceive the public to its advantage and 
profit, and to use and profit by the reputation, popularity and 
good-will of plaintiff; that members of the public, seeing the word 
“Esso” displayed at defendant’s stations believe that the products 
sold are the products of plaintiff, or of a subsidiary of plaintiff, and 
that such belief is not eliminated nor greatly affected by the use of 
the words, “Not Connected with Standard Oil Company (Indiana),” 
but that members of the public who have purchased merchandise in 
defendant’s stations have believed, because of the use of the term 
“Esso” there displayed, that they were getting plaintiff’s products, 
and were thereby deceived, and the likelihood of confusion arising 
out of defendant’s use of “Esso” is not obviated by defendant's ex- 
planatory phrases or other precautions of defendant. 

Defendant, in seeking reversal, urges: (1) that no reasonable 
person could be misled into believing defendant’s business and 
products are those of plaintiff; (2) that “Esso” is not similar to any 
brand used by plaintiff, or any name by which plaintiff or its goods 
are known; (3) that the “not connected with” announcements dispel 
any notion that anyone could possibly entertain that defendant, 
Esso, Incorporated, is connected in any way with the plaintiff, 
Standard Oil Company (Indiana); (4) that plaintiff has attempted 
to forestall the extension of the use of the Esso trade-mark; (5) that 
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the operation of the dissolution decree is obstructed by the decree 
below. 

As has already been observed, the lower court found all the 
material facts in favor of plaintiff. These findings are presump- 
tively correct, and while not conclusive on appeal in an equity suit, 
they will not ordinarily be disturbed, unless it appears that a serious 
mistake has been made in the consideration of the evidence, or an 
obvious error has been committed in the application of the law. 
Woods-Faulkner § Co. v. Michelson (C. C. A. 8) 68 F. (2d) 569; 
Arkansas Natural Gas Corp. v. Pierson (C. C. A. 8) 84 F. (2d) 468; 
Nave-McCord Mercantile Co. v. Ranney (C. C. A. 8) 29 F. (2d) 
888; Staley v. Dwyer (C. C. A. 8) 29 F. (2) 982; Fienup v. Klein- 
man (C. C. A. 8) 5 F. (2d) 187; Bowmaster v. Carroll (C. C. A. 
8) 28 F. (2d) 825; Karn v. Andresen (C. C. A. 8) 80 F. (2d) 427. 
Recognizing this rule, defendant seeks to avoid its effect by the 
assertion that the findings of fact and conclusions of law are 
obviously not those of the District Court but of plaintiff’s counsel, 
and hence, they should be disregarded. This voluntary statement 
of counsel finds no support in the record. There was no motion 
filed in the court below attacking the findings, nor challenging the 
regularity of the procedure in entering them, and there is no as- 
signment of error upon which this contention could be based. It 
was not improper for counsel to prepare and present to the court 
proposed findings of fact and conclusions of law, and the findings 
when adopted and signed by the court became the court’s findings. 
It is as much the function of counsel to present his arguments and 
views as to the facts as it is to present such argument and views as 
to the law. An examination of the record convinces that the findings 
of the court are sustained by abundant evidence. These findings, 
therefore, conclusively answer defendant’s contentions 1, 2 and 38. 

The facts can scarcely be said to have been in serious dispute, 
but the parties do not agree as to the inference to be drawn from the 
basic facts. It is practically conceded that the plaintiff had used 
the letters, names, terms and marks prior to 1900 in the named 


states as its trade-marks. The court so found, and the evidence sus- 
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tains that finding. Neither is there any contention that the de 
fendant had used in the named states the offending trade-marks 
prior to 19385, when it opened three stations in the City of St. 
Louis, Mo. 

It is urged that the word “Esso” is not so similar to the trade- 
marks “Standard Oil,’ “S O,” and “S O C O” as to be confusing. 
It is the accepted rule that similarity of sound, as well as appear- 
ance, of the words or letters may constitute infringement. Stiz, 
Baer & Fuller Co. v. Alfred J. Sweet Co. (C. C. A. 8) 49 F. (2d) 
598 [21 T.-M. Rep. 506]; Feil v. American Serum Co. (C. C. A. 
8) 16 F. (2d) 88 [17 T.-M. Rep. 90]; McLean v. Fleming, 96 
U.S. 245; Celanese Corp. v. Vanity Fair Mills (C. C. P. A.), 47 F. 
(2d) 373 [21 T.-M. Rep. 151]; Federal Mill & Elevator Co. v. 
Pillsbury Flour Mills (C. C. P. A.), 49 F. (2d) 1042 [21 T.-M. 
Rep. 341]. “Esso,” when pronounced, is indistinguishable from 
“SO.” The initials of the Standard Oil Company are the source 
from which these marks and brands were derived, and we surmise 
the value of the brand “Esso” lies in the fact that it suggests 
“Standard Oil.”” It has been held in a number of decisions that the 
name “Standard Oil Company” is entitled to protection. Standard 
Oil Co. of New Mexico v. Standard Oil Co. of California (C. C, A. 
10), 56 F. (2d) 973 [22 T.-M. Rep. 363]; Standard Oil Co. of 
Maine v. Standard Oil Co. of New York (C. C. A. 1), 45 F. (2d) 
309 [21 T.-M. Rep. 107]; Standard Oil Co. v. Michie (D.C. Mo.), 
34 F. (2d) 802 [19 T.-M. Rep. 361]. 

The court found that the plaintiff's trade-marks had been so 
long and consistently used in the named states in connection with 
the sale of its products that they had come to be known by the public 
as indicating the origin or ownership of the products. The marks 
were employed in connection with its business and were appurtenant 
to that business. The importance of such trade-marks lies in the 


fact that they have become known to the trade as the marks of the 


producer or manufacturer who had adopted them, and in being 


known to the public as the name of an article which has met with 


popular favor. Plaintiff's trade-marks had come to indicate the 
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origin or ownership of its products to which they were affixed. 
They distinguished them from those of others, and they served the 
purpose of preventing others from passing off their products as the 
products of plaintiff. They are of value to plaintiff as aids in 
protecting its good-will and reputation. It is the purpose of the 
law to protect not only the owner in his property, but to protect 
the public from being deceived by reason of a misleading claim 
that the article bearing the trade-mark is the article produced or 
manufactured by the owner of the trade-mark, when in fact it is 
not. No one has a right to represent his goods as the goods of some 
one else, and when a trade-mark is violated, the wrong consists in 
the sale of goods of one producer or manufacturer as those of an- 
other. While a trade-mark may not in itself constitute property, it 
is a means of preserving good-will, which is property. It is in- 
separable from good-will, and it can not be disassociated from the 
business to which it belongs. It is commonplace to say that the 
trade-name for the goods of a producer, manufacturer, or trader 
may not be used by another as the trade-mark for his similar, rival 
goods. This, manifestly, would be a fraud. 

It was not necessary to show that any person had been actually 
deceived by the defendant’s use of the trade-names or trade-marks 
in question and led to purchase its goods on the belief that they 
were the goods of plaintiff. Queen Manufacturing Co. v. Ginsberg 
(C. C. A. 8) 25 F. (2d) 284 [18 T.-M. Rep. 275]; Layton Pure 
Food Co. v. Church & Dwight Co. (C. C. A. 8) 182 Fed. 24. The 


court, however, found this to be the fact, and this finding is sus- 


tained by the evidence. The court found, and the evidence clearly 


shows, that deception will be the probable result of defendant’s act 
and this was sufficient to establish a case of unfair competition and 
of infringement. The law of trade-marks is so closely allied to that 
of unfair competition that it has often been said to be a part of the 
common law of unfair competition, 

The right of the use of marks grows out of their actual use, and 
not by their mere adoption. Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403 [6 T.-M. Rep. 149]; United Drug Co. v. Rectanus 
Co., 248 U. S. 90 [9 T.-M. Rep. 1}. 
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The circumstance which distinguishes this case from many others 
is the fact that defendant’s parent company bears the same name 
substantially as the plaintiff, and, confessedly, in its own trade 
territory it would have the right to use any of the words or names it 
is now using. The question is, therefore, can it use these names, 
letters and marks in plaintiff's trade territory? In Federal Trade 
Commission v. Algoma, 291 U. S. 67, in an opinion by Mr. Justice 
Cardozo, it is said: 


... a name legitimate in one territory may generate confusion when 
carried into another, and must then be given up. 


The owner’s right to have his trade-mark protected is coextensive 
only with the territory throughout which it is known and from which 
it has drawn its trade. He is not entitled to protection in advance 
of the extension of his trade. It must be constantly borne in mind 
that the mark in the abstract is of no significance, but is auxiliary 
to and inseparable from the good-will of its possessor, and it exists 
only as an incident of the business in which it was acquired and 
with which it remains identified. As between conflicting claimants 
to the right to use a name or mark, priority of appropriation implies 
more than priority in employment of the mark. It means that he 
who first employed the mark in a particular market has the better 
right in that market. A subsequent user and appropriator who has 
in good faith adopted and used the mark in territory into which 
goods of the first appropriator have not been used or sold, is entitled 
to protection against the first appropriator of the mark. Hanover 
Star Milling Co. v. Metcalf, supra; United Drug Co. v. Rectanus 
Co., supra. 

In the last cited case there was a conceded priority of the use of 
a trade-mark by its appropriator in the State of Massachusetts. The 
right to use that trade-mark in the State of Kentucky was protested 
by a concern that was using such mark on similar goods in that 
state, although, confessedly, its adoption and use of the mark was 
subsequent in time to the adoption and use of the trade-mark in 
Massachusetts. The facts in that case are such as to make it a very 
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persuasive, if not controlling, authority in the instant case. In the 
course of the opinion, the court, after observing that the general 
rule as between conflicting claimants is that right to use the trade- 
mark is dependent upon the priority of its appropriation, said: 


But the reason is that purchasers have come to understand the mark as 
indicating the origin of the wares, so that its use by a second producer 
umounts to an attempt to sell his goods as those of his competitor. The 
reason for the rule does not extend to a case where the same trade-mark 
happens to be employed simultaneously by two manufacturers in different 
markets separate and remote from each other, so that the mark means one 
thing in one market, and an entirely different thing in another. . . . And 
it results, as a necessary inference from what we have said, that petitioner, 
being the newcomer in that market, must enter it subject to whatever 
rights had previously been acquired there in good faith by the Rectanus 
Company and its predecessor. ‘To hold otherwise—to require Rectanus to 
retire from the field upon the entry of Mrs. Regis’s successor—would be to 
establish the right of the latter as a right in gross, and to extend it to 
territory wholly remote from the furthest reach of the trade to which it 
was annexed, with the effect not merely of depriving Rectanus of the 
benefit of the good will resulting from his long-continued use of the mark 
in Louisville and vicinity and his substantial expenditures in building up 
his trade, but of enabling petitioner to reap substantial benefit from the 
publicity that Rectanus had thus given to the mark in that locality, and 
of confusing if not misleading the public as to the origin of goods there- 
after sold in Louisville under the Rex mark; for, in that market, until 
petitioner entered it, “Rex” meant the Rectanus product, not that of Regis. 


In the instant case, the court found that the letters, words, and 
names in controversy have, by reason of their long use in connection 
with the business and trade of plaintiff, come to be understood by 
the public in the states named, as designating the goods and products 
of plaintiff. In these circumstances, defendant, being subsequent in 
time in the territory mentioned, is not entitled to use these terms or 
names, even though they may be abbreviations of its own name, 
because to do so would cause its goods and products to be known in 
the markets of those states as those of plaintiff. 

It is argued that defendant is endowed by inheritance or other- 
wise, with the name “Standard Oil Company,” and that plaintiff is 
not entitled to a monopoly of the Standard Oil reputation. The only 
Standard Oil reputation known to the public in the states mentioned 
is the reputation of the plaintiff in this suit. There was never any 


joint ownership or property in the name of the parent company, 
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Standard Oil Company of New Jersey. We are dealing here with 
the good-will incident to the name and brands of the Standard Oil 
Company in the mentioned states. But even when these companies 
were operating prior to the decree of dissolution, they were operating 
in different territories and had their own good-will built up from 
such operation. Thus, in the decision of the Supreme Court in 
Standard Oil Company of New Jersey v. United States, 221 U. S. 
1, at 77, we find it said that, “.... the country was divided into 
districts and the trade in each district in oil was turned over to a 
designated corporation within the combination, and all others were 
excluded ....” There was no right of good-will established in 
this territory by the New Jersey Company. There was no good- 
will owned in common, but a separate good-will appertaining to the 
separate business as carried on by the various companies in their 
allotted territory. Not only has the New Jersey Company never 
had any actual business in these states, but that company has for 
many years acquiesced in the asserted claim of the various com- 
panies formerly in combination to the right of good-will in their 
separate territories, and has itself claimed such rights in the terri- 
tory occupied by it. 

It is urged that the so-called explanatory words, ‘“Not connected 
with Standard Oil Company (Indiana),” were sufficient to avoid 
the charge of unfair competition. First, it may be noted in passing 
that manifestly defendant recognized that without this explanation, 
confusion or deception might result. The court found that not- 
withstanding the explanatory words, actual deception and confusion 
did result. The marks are simply words, or letters of the alphabet. 
not derivative of the product. They have but one meaning, and 
point to the source of the product. They mean “Standard Oil,” 
and “Standard Oil” in the named states means Standard Oil Com- 
pany of Indiana. 

In Phillips v. Governor & Co. (C. C. A. 9), 79 F. (2d) 971 [25 


T.-M. Rep. 685], the defendant was enjoined from using the name 


Hudson Bay Fur Company, even though for many years it had used 


on its sign, immediately under the name Hudson Bay Fur Company, 
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the statement, ‘““Not connected with the Hudson Bay Company of 
Canada.” 

In Jacobs v. Beecham, 221 U. S. 263 [1 T.-M. Rep, 55], it is 
said: 

To call pills Beecham’s pills is to call them the plaintiff’s pills. The 
statement that the defendant makes them does not save the fraud. That 


is not what the public would notice or is intended to notice, and, if it 
did, its natural interpretation would be that the defendant had bought the 


original business out and was carrying it on. 

See, also, Menendez v. Holt, 128 U. S. 518; Shaver v. Heller & 
Merz Co. (C. C. A. 8), 108 Fed. 821; McCann v. Anthony, 21 Mo. 
App. 88. 

It is claimed by defendant that plaintiff has been attempting to 
forestall the extension of defendant's business into this territory. 
The court found as a fact that this was not true. The rule seems 
to be well settled that “where two parties independently are employ- 
ing the same mark upon goods of the same class, but in separate 
markets wholly remote the one from the other,” each has the exclu- 
sive right to the use of the mark within the territory in which he has 
used it, to the exclusion of the other. United Drug Co. v. Rectanus, 
supra; Hanover Star Milling Co. v. Metcalf, supra. Plaintiff, when 
it had the undoubted right so to do, extended the use of its trade- 
marks, and this, we think, cannot be claimed to be forestalling. 

It is finally urged that the decree appealed from, granting an 
injunction against the defendant, will obstruct the operation of the 
dissolution decree. Plaintiff is not asking that defendant be enjoined 
from entering its trade territory, but that it be enjoined from in- 
fringing plaintiff's trade-marks, and from unfair competition. The 
dissolution decree established these companies as separate, individual 
and independent corporations. It was not the purpose of the decree 
to prevent the application of the established principles and rules of 
unfair competition to them. No such question was there involved 
and these companies come into a court of equity on the questions 
here involved, unhampered by the decree of dissolution. 


The decree appealed from is therefore affirmed. 
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CHAMPION Spark Piva Co. v. CHAMPION 
(23 F. Supp. 638) 


United States District Court, Eastern District of Michigan 
June 9, 1938 


Unram Competirion—‘CHampion”—DecertivE Use or SuRNAME. 

The use by defendant of his surname “Champion” on spark plugs 
assembled and sold by him long after plaintiff had identified the name 
“Champion” with its make of spark plugs, held unfair competition and 
was enjoined. 

Trape-Marks—“CuamPion” on Spark PiuGs—DeEscriPrivENEss. 

There is no such connection between a spark plug and the word 
“Champion” as to make the latter descriptive of the former, rather than 
a fanciful term. 

Unrairk Competirion—TrapInG ON ANOoTHER’s REPUTATION—EXTENT OF 
RELIEF. 

In case where a fraudulent intent to trade on the name or reputation 
of another is apparent, the courts go farther in awarding relief than in 
cases where the reverse is true. 

In equity. Suit for trade-mark infringement and unfair com- 


petition. Injunction granted. 


Owen & Owen, of Toledo, Ohio, for plaintiff. 
Swan, Frye & Hardesty, of Detroit, Mich., for defendant. 


Turrie, D. J.: Plaintiff charges the defendant with both the 
infringement of the trade-mark “Champion” for spark plugs, and 
with unfair competition by using the name “Champion” in connection 
with the sale of spark plugs of defendant’s manufacture. The de- 
fendant has not engaged in the business of manufacturing spark 
plugs until comparatively recently and then not really as a manu- 
facturer, but simply as an assembly proposition. A spark plug 
contains three parts, one of iron, one of porcelain, and one of copper. 
The defendant has these made in three different places and he puts 
them together. The porcelain parts come to the defendant with 
the name on the porcelain. 

It is fortunate that this suit comes before the court before de- 
fendant has gone far in the undertaking. This hearing was brought 
before the court on a motion by plaintiff for a temporary injunc- 


tion. The case is at issue upon bill and answer. Counsel have 
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agreed that the hearing be treated as a final hearing upon the merits 
and disposed of by final decree. A full hearing on the merits has 
been held. 

In cases of this kind the court is confronted with two proposi- 
tions from the general law, whether it be called trade-mark or un- 
fair competition, or both. ‘The trade-mark law is in reality for the 
purpose of protecting people against unfair competition. ‘The pur- 
pose is to permit them to build up a business around that trade-name 
by which the article is known and establish a good-will which is 
valuable to the manufacturer. 

Now that is the general law, and it is the intention of the law to 
protect people against that infringement of their rights. 

On the other hand, we find the usual, general, common right of 
every man to use his own name in business if he does it properly. 

The two rights I have mentioned are not inconsistent. ‘The 
courts in defining the right of an individual to use his own name have 
not in any way detracted from the law which protects people against 
infringement of trade-marks and protects them against unfair com- 
petition. 

Ultimately, we come to know very many of the products of this 
world by one name and often the surname of some person who 
makes them in large quantities. We have the Dodge car. Horace 
Dodge and his brother began to manufacture cars, and the public 
knew them as the “Dodge Brothers car,” but in a short time every- 
one thought of the car, and spoke of it, as a “Dodge.” Walter 
Chrysler built an automobile. No one thinks about his given name. 
It is the “Chrysler.” Henry Ford built an automobile, but no one 
thinks of it as a Henry Ford automobile or takes the time to say it. 
The trade knows it as the “Ford.” The same is true of the Win- 
chester Rifle, the Remington Rifle and the Savage Rifle. ‘The public 
is inclined to associate the article with the manufacturer's surname. 

The courts cannot interpret too broadly this right to use one’s 
own name. That right must be interpreted as meaning a proper 
use. One can use his own name if by so doing he does not become 


guilty of unfair competition. The test to be applied to the right to 
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use one’s own name is the same as with reference to any other 
name. The test to be applied under the law is, was it unfair competi- 
tion? Does it give to the public an article that they believe is manu- 
factured by somebody other than the actual manufacturer? 

There are hundreds and thousands of people in this country with 
the same surname. While each has the general right to use his own 
name, he can’t do it in a way to violate the law of unfair competition. 
There are thousands of men in the United States who have the name 
of Ford. It would be unfair for one Charlie Ford to go to making 
a small, low-priced automobile, and put it on the market under the 
name “Ford.” It would confuse the public. People would buy 
the car made by Charlie Ford believing it was made by Henry Ford. 
It would be difficult to convince any court that the motive had been 
good. 

It is easy for an individual to reason that his motives are good 
and that he does not want to deceive anybody. But it would be diffi- 
cult to convince a court that the real purpose and result was not 
deception. People aren’t going to talk about a Dodge car and a Jim 
Dodge car. They aren’t going to talk about a Chrysler car and a 
Jim Chrysler car. They aren’t going to talk about a Ford car and 
a' Jim Ford car. They are not going to talk about a Savage rifle and 
a Jim Savage rifle. The public are going to call these articles by 
the surname of the first great manufacturer and any article bearing 
this surname is likely to be believed to have been manufactured by 
him. The fact that a man happened to have the surname “Ivory” 
would not give him the right to manufacture and sell Ivory soap 
or Jim Ivory soap. The reason why he cannot so use his own name 
is because it would result in unfair competition. 

It is just like freedom of speech. We have the right of freedom 
of speech, but we can’t slander; and we have freedom of the press, 
but we can’t libel. We have the right to use our own name, but we 


don’t have the right to use our own name if it violates a good trade- 


mark, or we don't have the right to use our own name in a way which 
makes us guilty of unfair competition. Shaver v. Heller & Merz 
Co., 8 Cir., 108 Fed. 821, 65 L. R. A. 878. 
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It is no more difficult to carry along those two thoughts than it is 
to carry along the thought of freedom of speech and the law relative 
to slander. We have done that through the years. It can be done 
by the courts. It is like liberty. We have the liberty to do what we 
desire so long as we don’t violate the law. Now we have the right 
to use our own names so long as we don’t violate the law. and one of 
the laws of this country—or two of them—are the law of trade-marks 
and the law of unfair competition; and we cannot use our own names 
in such an unfair way that it infringes a good trade-mark or makes 
us guilty of unfair competition. 

Now here is this name Champion. As far back as my memory 
goes with reference to spark plugs, Champion was the best known 
spark plug in the country. 

The Champion Spark Plug Company, through a long period of 
years, has spent about twelve million dollars in advertising and has 
made about a half billion spark plugs, an ever-increasing business 
and a name that is known to every school boy and school girl. The 
name has come to go with the article. They have grown up together 
until it is so known. 

There are thousands of people by the name of Champion in the 
United States. The name Champion in cennection with spark 
plugs means spark plugs made by plaintiff. No sooner does the 
defendant go into the business than he writes letters, the evident 


purpose of which was to connect himself and his product with the 


well-known “Champion” spark plug. Some one individual might 


be so careful that every time he speaks he would say, “This isn’t 
the regular ‘Champion’ spark plug,” but men in business aren’t going 
to do that. Even though the boss, the man that was trying to use 
his own name, was vigilant all the time, the men working for him 
and the men to whom he sells the goods are not going to be that 
careful. The defendant himself has not been so careful. He has 
tried to make the public think his spark plugs were made by plaintiff. 

Running through this case there has been an effort on the part 
of the defendant to hitch himself to this great name of Champion in 


the spark plug industry, rather than to isolate himself and start a 
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little business and build it up on its own merits. When he was 
working for others and they gave him a commission on the business, 
it was because his name was Champion. They made the “Champion” 
of defendant’s name their big advertisement. 

Defendant says he complained because his employer made such 
an unfair use of his name. Defendant then started a business of his 
own in which he for a time used his given name “Prosper” coupled 
up with the initial “C” as the name of his spark plug, and in ad- 
vertising that plug he linked himself up with the name “Champion” 
which stands for these fine spark plugs of plaintiff which have stood 
the test of more than a score of years. 

Plaintiff complained of these attempts by defendant to trade on 
the reputation of the widely known “Champion” spark plugs and a 
number of letters were exchanged by the parties. Instead of dis- 
continuing his efforts to trade on the “Champion” reputation, de- 
fendant changed the name of his spark plug to “Prosper Champion,” 
which he permanently and prominently stamps or prints on the 
portion of the porcelain insulator of his plugs and prints repeatedly 
on the cartons and containers in which he packs his plugs for sale. 

It is easy to tell whether the conduct of a defendant is fair or 
foul. This law is given an appropriate name of “unfair competi- 
tion.” One can feel the unfairness better than one can express it 
from the bench. This defendant has intentionally obtained an unfair 
advantage resulting from the fact that his name was Champion. 
He puts his surname “Champion” on the spark plugs he sells. He 
does this not because his own name would help sell the spark plugs 
but because the name “Champion” would help by leading people to 
believe the spark plugs were made by plaintiff. 

In his literature the word “Champion” is repeated over and over 
again, all the way through from the very beginning. It is not a fair 
use of aname. It is taking an unfair advantage of a name and using 
it for unfair competition. 

In situations where a fraudulent intent to trade on the name or 
reputation of another is so apparent as it is here, courts go farther 
in awarding relief by way of injunctions than they do in cases where 
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bad faith is not so apparent. H. FE. Winterton Gum Co. v. Autosales 
Gun & Chocolate Co., 6 Cir., 211 Fed. 612, 618 [ 4 T.-M. Rep. 237]; 
V'oque Co. v. Vogue Hat Co., 6 Cir., 6 F. (2d) 875 [16 T.-M. Rep. 
263]. A party who is entitled to relief against unfair competition 
“is entitled to effective relief; and any doubt in respect to the extent 
thereof must be resolved in its favor as the innocent producer and 
against the petitioner [ defendant], which has shown by its conduct 
that it is not to be trusted.” Warner & Co. v. Lilly & Co., 265 
U.S. 526, 44 S. Ct. 615, 618, 68 L. Ed. 1161 [14 T.-M. Rep. 247]. 

The certainty I feel as to the right of plaintiff to the relief 
prayed on the theory of unfair competition has made it unnecessary 
for me to give as careful consideration to the trade-mark features 
of the case as I otherwise should have done. I don’t discover any 
real connection between a spark plug or the spark plug business 
and the word Champion such that I can say it is descriptive rather 
than being fanciful. I am not so clear about the validity of the 
trade-mark as I am about the conduct of the defendant constituting 
unfair competition. The relief would be the same on either ground 
and I grant it on both grounds. 

An injunction will issue restraining the defendant from advertis- 
ing or in any manner stating or representing directly or indirectly 
in writing or orally that defendant is or ever has been in any way 
connected with the plaintiff company or with its business; from in 
any way using the word “Champion,” either alone or in any form 
or combination with other words; as the name of a spark plug manu- 
factured by or for defendant for sale to the public; from in any way 
selling or disposing of or encouraging the sale or disposition of de- 
fendant’s plugs when Champion plugs are called for or desired; and 
from employing the name or style “Prosper Champion Manufactur- 
ing Co.,” or any other or similar name containing the word “Cham- 
pion” in connection with the business of manufacturing or selling 
spark plugs or other merchandise of substantially the same descrip- 
tive properties. 

The number of spark plugs sold by defendant is so small that I 


hold the damages and profits are nominal and assess such damages 
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and profits at six cents. Plaintiff will recover the costs of this 
suit to be taxed. 


This opinion may stand as my findings of fact and conclusions 
of law. 


FINCHLEY, INc. v. Georce Hess Company, INc., ET AL. 
United States District Court, Eastern District of New York 
July 5, 1938 


TrapnE-MarkKs—INFRINGEMENT— Use oF DomINANT Worp 1N TRApDE-MarkK. 

Where plaintiff's mark consists of one word, another mark which 
adopts such word adopts the dominating feature of plaintiff's mark. 

Trape-MarK—INFRINGEMENT—“FINCHLEY” AND “Fay Frncuiey”’—Con- 
FLICTING Marks. 

The words “Fay Finchley” held to be deceptively similar to the 

word “Finchley,” both marks being used on men’s and women’s clothing. 
Trave-M arks—INFRINGEMENT—SUITS— DEFENSES. 

The fact that plaintiff licenses another to make hats under its trade- 
mark, and does not accurately state in its advertising its connection with 
its Chicago retail store, held not to be valid defenses in the case at issue. 

Trapve-M arks—INFRINGEMENT—SUITS—ABANDON MENT. 

The fact that plaintiff transacts no current business in women’s 
dresses in its New York store does not mean that such activity may not 
be resumed. 


In equity. Action for trade-mark infringement. Injunction 
granted. 


Clarence G. Campbell, of New York City, for plaintiff. 
Henry A. Friedman (Joseph G. Cohen, of counsel), both of New 
York City, for defendants. 


Byers, D. J.: The plaintiff seeks an injunction against the in- 
fringement of its trade-mark “Finchley” by the defendants, one of 
whom (Hess) is a manufacturer of women’s dresses, and the other 
(Gertz) is a distributor thereof, in this district. 


At the hearing, the plaintiff waived its prayer for an accounting, 


and since there is no question of unfair competition involved, the 
sole issue is narrow; namely, whether the use by Hess of-its trade- 
mark (‘‘Fay Finchley’’) constitutes infringement. 
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The plaintiff's mark has been registered with the Patent Office, 
in January of 1927 for men’s clothing, and in February of 1930 
for women’s clothing. 

In November of 1987, the defendant Hess registered under the 
1920 Act its trade-mark for women’s dresses. The registration 
process under that statute did not invite opposition in the Patent 
Office, which is urged as a reason why the registration itself, so 
accomplished, should be disregarded for the purposes of this litiga- 
tion. The defendant does not rely upon that registration and no 
attention will be paid to it. 

The testimony fairly establishes the use by the plaintiff of its 
trade-mark since 1916, when it was organized under the laws of the 
State of New York, and commenced doing business. There are 
branches in Palm Beach and Southampton; also there is a Chicago 
enterprise conducted by an Illinois corporation of substantially the 
same name, which is affiliated with the plaintiff, in that there are 
some officers or directors in common, and some of plaintiff's officers 
have made a considerable financial contribution to its capital; the 
corporate interrelations are such that the Chicago enterprise uses 
the trade-mark in the conduct of its business with the consent of 
the plaintiff. 

The plaintiff's business consists in the sale of men’s apparel 
which is manufactured for it by others, and for two or three years as 
recently as 1934 it sold women’s coats and hats in its New York 
store under the trade-mark “Finchley.” 

That the plaintiff’s business is of substantial proportions seems 
not to be disputed by the defendants; nor is there any testimony 
tending to contradict that of the plaintiff that it has expended up- 
wards of one million dollars in broadly advertising its wares and 
trade-mark in newspapers, magazines, pamphlets, etc. 


There is no holding out that the plaintiff is a manufacturer, but 


the evidence is persuasive that its trade-mark has come substantially 


to identify the various products which it sells, and that use of that 


trade-mark has been made in connection with women’s apparel. 
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The defendant Hess manufactures abount one hundred so-called 
“numbers” of women’s dresses, which it supplies to distributors, 
and does a certain amount of local newspaper advertising of its 
garments, displaying as part of each advertisement the names and 
addresses of retail dealers from whom purchases can be made. Of 
these “numbers” but two have been identified by a trade-mark, and 
one of those is that against which this plaintiff seeks protection. 

The first question for determination is whether the defendant’s 
mark so closely resembles the plaintiff's as to constitute infringe- 
ment. 

There can be no doubt that, as the plaintiff's mark consists of 
one word, any other mark which adopts that word adopts the domi- 


nating feature of the plaintiff's mark, and no reason is apparent 


why the plaintiff should not be protected against such appropriation. 


See: Queen Mfg. Co. v. Isaac Ginsberg & Bros., 25 F. (2d) 284 
[18 T.-M. Rep. 275 |; Reid, etc., Co. v. H. P. Coffee Co., 48 F. (2d) 
817 [21 T.-M. Rep. 172]; Ammon & Person v. Narragansett Dairy 
Co., 252 Fed. 276 |10 T.-M. Rep. 191]. In the first, it is said: 

In order to constitute an infringement, it is not necessary that the 
trade-mark be literally copied. . .. There may be infringement where the 
substantial and distinctive part of the trade-mark is copied or imitated. ... 
Dissimilarity in size, form, and color of the label and place where it is 
applied are not conclusive against infringement. 

Numerous authorities are cited in support of the foregoing, and 
language quoted is thought fairly to represent the state of the law 
on this subject. 

The defendant urges that, since it employs its trade-mark for 
women’s dresses, there can be no diversion of the plaintiff's business 
to it, but that argument is thought to be unavailing for two reasons: 

The plaintiff has used the mark in connection with women’s 
apparel and is, therefore, entitled to protection against infringement 
in connection therewith; and the fact that no current business in 
women’s dresses is transacted by the plaintiff in the New York 
store does not mean that such activity may not be resumed. 

It is unnecessary to attribute bad faith to the defendant Hess, 


but it is significant that its president admitted on the witness stand 
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that he had known of the existence of the plaintiff, and that it was 
doing business in New York, and he was familiar with its name, and 
had been for seven or eight years. 

His counsel urges that, in adopting the name “Fay Finchley,’ he 
intended it to emphasize a female characteristic, and was influenced 
to use the second word when passing through a town of that name 
in Virginia; and he had also “read in numerous detective story 
magazines of Finchley Common, located outside of London, the 
favorite haunt of the notorious bandit, Dick Turpin.” 

Whether the activities of the latter suggested the appropriation 
of which the plaintiff complains, is not the subject of discussion in 
the defendant’s brief. 

On the question of the appropriation of the plaintiff's trade- 
mark to women’s apparel, reference may be had to the case of 
Finchley, Inc. v. Finchley Co., 40 F. (2d) 736 [19 T.-M. Rep. 406]. 

For the defendant, the argument is that the two trade-marks in 
question are so dissimilar that the plaintiff's cause must fail. 

The cases upon which it relies all involve conflicting marks not 
confusingly similar. 

It may be agreed that the test to be applied is a reasonable one, 
concerning the application of which opinions may differ. It is 
presently the view that “Finchley” and “Fay Finchley” are so 
similar that the owner of the former is entitled to protection against 
the latter, within the evidence in this case. 

But little need he said in discussing the “lack of clean hands’”’ 
argument advanced for defendants, because it appears that the 
plaintiff licenses the use of the trade-mark “Finchley” to a manu- 
facturer of men’s hats, as to which the testimony indicates that cer- 


tain standards of quality must be maintained. How the defendant 


can be affected by such a circumstance is not made to appear; nor 
is it thought that any fraud upon the public is thereby involved. If 
the trade-mark were not valuable, no one would seek a license to 
employ it, and the plaintiff's testimony is that these hats are manu- 
factured after the quality has been passed on by the plaintiff, as 
well as the models and styles, and it is apparent that the same hats 
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which are sold in the plaintiff's store under its trade-mark are sold 
in other places by the manufacturer under the same trade-mark, 
pursuant to a license agreement. 

The second charge of fraudulent conduct is that the plaintiff's 
advertising is misleading, in that the connection with the Chicago 
retail store is not accurately stated. The business relations between 
the two establishments are not at issue in this case, but nothing in 
the testimony suggests a reason why the affiliation between them 
should be regarded as other than a legitimate and businesslike ar 
rangement, entirely inadequate to afford sanctuary to these de 
fendants. 


Decree for plaintiff, with costs, to be settled on notice. 





Tue Brass Ratt, Inc. v. Brass Rart Restaurant Co. 
United States District Court, Western District of Pennsylvania 


June 2, 1938 


Unrair CompetTiTion—‘Brass Rai’—Use or SAME TrRADE-NAME IN Non 
ComPETING TERRITORY. 

In an action to restrain defendant from the use of the word “Brass 

Rail” as the name of its restaurants located in Pittsburgh, Pa., on 

the ground of plaintiff’s prior use of the name on its restaurant in New 

York City, held that, inasmuch as there was no evidence that defendant 

knew of plaintiffs use of the name, nor any unfair competition on its 
part, no injunction should issue. 


In equity. Action to enjoin alleged unfair competition in the 
use of a trade-name. Bill dismissed. 

Kauffman & Levy, of Pittsburgh, Pa., for plaintiff. 

Sterrett, Achesos & Jones, of Pittsburgh, Pa., for defendant. 


ScHOONMAKER, D. J.: We have here a case of two users of the 


name “Brass Rail,’ as applied to restaurants in widely separated 


areas. The plaintiff operates a high-class restaurant in New York 


City, where it has established a large business; and from 1925 to 
1929, its business grew until it now occupies a four-story building 
with large dining rooms, with a capital investment of $750,000. It 
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employs from two hundred and fifty to two hundred and seventy- 
five persons, serving many customers with expensive foods cooked on 
the premises. ‘The defendant, in June, 1929, opened a five-and-ten- 
cent sandwich and soft-drink restaurant in Pittsburgh. Its business 
grew, and at the present time it has some ten restaurants of the 
same character in Pittsburgh. No cooking is done on the premises 
in any of these restaurants. 

The plaintiff seeks to enjoin the defendant from using the name 


“Brass Rail,” as applied to its restaurants. 


There was no unfair competition on the part of defendant. The 


name “Brass Rail’ was selected by defendant in good faith, with 
no knowledge of its prior use in New York City by plaintiff. 

There is no evidence from which we can find that defendant 
adopted the name with a view to injuring the business of the plain- 
tiff or to take advantage of the reputation of the plaintiff’s res- 
taurant. 

Nor is there evidence from which we can find that the defendant 
selected the name “Brass Rail’’ with any design inimical to the 
interests of the plaintiff, either to take the benefit of the reputa- 
tion of plaintiff's restaurant, to forestall the extension of plaintiff's 
trade, or for any other sinister purpose. 

Under these circumstances, we see no grounds on which to grant 
the plaintiff the relief prayed for. 

Our view is supported by United Drug Company v. Theodore 
Rectanus Company, 248 U. S. 90, 95, 101 [9 T.-M. Rep. 1]; 
Hanover Star Milling Company v. Metcalf, 240 U. S. 403, 415 [6 
T.-M. Rep. 149]. 

Findings of fact and conclusions of law in accordance with this 
opinion are filed herewith. A decree may be submitted for the 
dismissal of plaintiff’s bill, with costs. 
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Century Distitiine Co. v. ConrTineNTAL DistiLitina Corp. 
United States District Court, Eastern District of Pennsylvania 
June 17, 1938 


Trape-Marks—Biit Unoper Sec. 4915 R. S.—Partries—J urispicrion. 

In an action brought under Sec. 4915 R. S. to determine plaintiff's 
right to register two trade-marks, held that the Commissioner of Patents 
was a necessary party to the suit and he not having been joined as such, 
the court was without jurisdiction, although retaining jurisdiction of 
counterclaim of infringement. 

Trape-Marks—“Dix1e”—Non-GEoGRAPHICAL 'TERM. 

The word “Dixie,” as a trade-mark on gin held not to be used 

geographically or to indicate the quality of the product. 
Trape-Marks—“Drx1ana” anv “Dixie Dew” ann “Drxir-Bevie” ann “Drxie 
Beaux”—INFRINGE MENT. 

The words “Dixiana” and “Dixie Dew” held to be colorable imitations 
of “Dixie-Belle” and “Dixie Beaux,” all the words being used as trade- 
marks on gin. 

Bill in equity brought under Sec. 4915, R. S. to determine right 
to register, and counter-claim by defendant. Judgment for de- 


fendant. 


Francis A. Burnett and Mida, Richards § Murray (by Brayton 
G. Richards), of Philadelphia, Pa. 
Leonard L. Kalish, of Philadelphia, Pa., for defendant. 


Maris, D. J.: This bill in equity was filed under Section 4915 
Revised Statutes, as amended (35 U. S. C. § 63) to determine the 
right of the plaintiff to the registration of two trade-marks, the 
registration of which was refused by the Commissioner of Patents 
on July 2, 1987 [27 T.-M. Rep. 640]. The defendant filed an 
answer and a counter-claim alleging that the trade-marks sought to 
be registered by the plaintiff infringed certain prior registered trade- 
marks of the defendant. The counter-claim seeks an injunction 
and an accounting. 

The defendant’s registered trade-marks were ‘“‘Dixie-Belle” and 


“Dixie Beaux.” They were used by the defendant in connection 


with the sale of gin and the defendant’s prior right to use these 
marks was not questioned in the Patent Office nor is it questioned 
here. The plaintiff's trade-marks are “Dixiana” used in connection 


‘ 
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with the sale of gin, and “Dixie Dew” used in connection with the 
sale of whisky. 

When the plaintiff sought to register these marks in the Patent 
Office, the defendant filed a notice of opposition upon the ground 
that the marks were not registrable under Section 5 of the Trade- 
Mark Act as amended (15 U.S. C. § 85), because they so nearly 
resembled the registered trade-marks owned and in use by the de- 
fendant and appropriated by it to merchandise of the same descrip- 
tive properties as to be likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers. The Examiner of 
['rade-Mark Interferences in the Patent Office sustained the notice 
of opposition and upon appeal to the Commissioner his decision was 


affirmed. In each case the action was taken solely upon the statutory 


ground that the marks sought to be registered were deceptively 
similar to the defendant’s marks. 

Within six months thereafter the plaintiff brought the present 
bill under Section 4915 Revised Statutes as amended (85 U. S. C. 
§ 68) to have its right to the registration of the trade-marks de- 
termined. This section, while by its express terms applicable only 
to patents, has been made applicable to trade-marks by the provi- 
sions of Section 9 of the Trade-Mark Act as amended (15 U. S. C. 
§ 89). American Steel Foundries v. Robertson, 262 U. S. 209 [ 16 
T.-M. Rep. 51]. 

At the outset of the case I am confronted with a question of 
jurisdiction. The defendant has moved to dismiss the bill upon the 
ground that the Commissioner of Patents is a necessary party de- 
fendant and has not been joined. Admittedly, if his joinder is neces- 
sary the bill must be dismissed since service upon him cannot be 
secured in this district. 

This brings me to a consideration of Section 4915 Revised 
Statutes as amended, which is the statutory basis for the present 
suit. That act authorizes an applicant whose trade-mark has been 
refused registration by the Commissioner to file his bill in equity 
within six months and gives the court jurisdiction to adjudge that 


the applicant is entitled to registration. It provides that such an 
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adjudication, if it be in favor of the right of the applicant, shal! 
authorize the Commissioner to act and directs that in all cases wher 
there is no opposing party a copy of the bill shall be served on th: 
Commissioner. 

I think that the act makes a clear distinction between proceedings 
inter partes and proceedings ex parte. Proceedings inter partes 
are those in which the right to the registration of a given trade-mark 
is unquestioned and the controversy is solely between two parties as 
to the priority of their respective rights to the mark in question. 
In such a case no question is raised as to the validity of the mark or 
its registrability under the statute, no rights of the public are in 
volved and the Commissioner is not a necessary party to a bill in 
equity brought to determine the rights of the parties. 

Where, however, the question raised is as to the registrability of 
the trade-mark itself under the provisions of the act the proceeding 
is in its nature ex parte. The Commissioner in refusing registration 
in such a case is engaged in enforcing the prohibitions of the statute 
in the public interest and it is his duty to act even though no notice 


of opposition is filed by anyone. Four Roses Products Co. v. Small 


Grain Distilling §& Drug Co., 29 F. (2d) 959 [17 T.-M. Rep. 346]. 


It follows that in such a case there is no opposing party to the 


proceeding within the meaning of the statute, even though some 
person who conceives that his rights might be adversely affected by 
the registration may actually file a notice of opposition. 

Such a case ex parte is presented where the Commissioner refuses 
registration of a trade-mark upon the ground that its registration 
is prohibited by the statute because it is merely descriptive of the 
goods with which it is used. Drackett Co. v. Chamberlain Co., 81 
F. (2d) 866 [25 T.-M. Rep. 161]. It seems to me that essentially 
the same situation is presented where, as here, the Commissioner re- 
fuses the registration of a mark upon the ground that its registration 
is prohibited by the statute because it is deceptively similar to an 
existing registered trade-mark. It is true that in such a case it may 
seem that the interests of the prior trade-mark owner are more 


directly affected than those of other members of the public. It, 
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nevertheless, remains true that the primary purpose of the statutory 
prohibition is to protect the public from the registration of trade- 
marks which Congress has declared as a matter of public policy 
shall not be registered and that the Commissioner is, therefore, in 
this case also acting as a guardian of the interests of the public gen- 
erally and not merely as the arbiter of a private dispute between 
two parties. 

It follows, I think, that the Commissioner of Patents was a neces 
sary party to the present suit and, not having been joined as such, 
the court is without jurisdiction of the bill, which must be dismissed. 

This, however, leaves for my consideration the defendant’s 
counter-claim which discloses a cause of trade-mark infringement 
within our jurisdiction. This raises the question whether the plain- 
tiff's marks do infringe those of the defendant. Under Section 16 
of the Trade-Mark Act they must be held to infringe if they 
colorably imitate the trade-marks of the defendant. I think, how- 
ever, that colorable imitation under Section 16 of the act is sub- 
stantially the same as confusing similarity under Section 5, especially 
since it is not necessary under Section 16 to show that one who has 
colorably imitated a trade-mark has done so with intent to deceive. 
Sarlehner v. Siegel-Cooper Co., 179 U.S. 438. 

In this case both the Examiner of Trade-Mark Interferences 
and the Commissioner of Patents have held that there is a deceptive 
similarity between the plaintiff's trade-marks and those of the de- 
fendant. This determination is to be given full weight in the present 
proceeding (Morrell § Co. v. Doyle, 20 F. Supp. 110 [27 T.-M. 
Rep. 260] and nothing in the evidence produced at the trial leads me 
to conclude that a contrary finding should be made. 

Plaintiff argues, however, that the word “Dixie” is a geographical 


term to which the defendant cannot claim an exclusive right. The 


sufficient answer to this is that the term is not used geographically. 


It is not intended to signify that the product is manufactured in the 
south or intended to be sold or used there, nor does it indicate the 
quality or characteristics of the product. It was, therefore, subject 
to appropriation by the defendant. Hamilton-Brown Shoe Co. v. 
Wolf Bros. & Co., 240 U. S. 251 [6 T.-M. Rep. 169]. 
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I accordingly find that the trade-marks which the plaintiff used 
and sought to register are colorable imitations of the defendant’s 
trade-marks. As I have said, it is not necessary to show that the 
plaintiff's trade-marks were adopted with the intent to deceive 
defendant's customers. It is likewise not necessary to show that 
any person has actually been deceived by the imitation. Steppacher 
v. Karr, 236 F. 151. 

It must, therefore, necessarily be concluded that the plaintiff is 
guilty of infringement of the defendant’s trade-marks. It follows 
that the defendant is entitled to an injunction and accounting of 
profits and damages as prayed for in its counter-claim. 

The statements of fact and legal conclusions contained in this 
opinion may be taken as special findings of fact and conclusions of 
law under Equity Rule 7014. 


A decree may be entered in accordance with this opinion. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Parties 


Frazer, A. C.: Held that a petition filed by Albert P. de Sanno, 
Jr., with whom was later joined A. P. de Sanno & Son, Inc., for 
the cancellation of a trade-mark registration of Joseph A. Lieb (as- 
signed to The Star Dental Manufacturing Co., Inc.), was properly 
dismissed. 

With reference to the joining of A. P. de Sanno & Son, Inc., as 
a party to the cancellation proceedings, the Assistant Commissioner, 
after noting that this was done upon attorney's motion, which was 
a mere statement that A. P. de Sanno, Jr., owned most of the stock 
in A. P. de Sanno & Son, Inc., and the latter was therefore a proper 
party, and the Examiner of Interferences granted the motion on the 
ground that the corporation was considered to be the real party in 
interest within the meaning of Equity Rule 37, said: 


Whether A. P. de Sanno & Son, Inc., thereby became a party to the 
proceeding is debatable, to say the least. It had not sought to be made 
a party, and aside from the fact that de Sanno’s attorney has gratuitously 
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appeared also as attorney for the corporation there is nothing in the record 
to indicate its acceptance of the permission granted by the Examiner “to 
join with the petitioner.” If it be considered a party I think there is an 
obvious misjoinder, but in the view I take of the case that point need not 
be determined. 

As already noted, the petition alleges that Albert P. de Sanno, Jr., is 
the owner of the trade-mark in question, and that he has used it con- 
tinuously since 1920. There is no averment that A. P. Sanno & Son, Inc., 
has ever used the mark, or that it has any interest therein, or that it is or 
will be injured by the registration sought to be canceled. In other words, 
regardless of what may be established by the evidence, the facts set forth 
in the petition are manifestly insufficient to support a judgment in favor 
of the corporation. It appears, however, from the testimony of his own 
witness Haddock, that some two years before the commencement of this 
cancelation proceeding the petitioner de Sanno transferred to A. P. de 
Sanno & Son, Inc., any rights he may theretofore have possessed in the 
trade-mark; so that upon the record he is in no better position than is the 
corporation. 


He then further said: 


Because no facts are pleaded entitling A. P. de Sanno & Son, Inc., to 
relief, and the evidence submitted in his behalf conclusively negatives the 
alleged rights of Albert P. de Sanno, Jr., the petition for cancellation should 
have been dismissed without regard to the validity of the Lieb registration. 


Then with reference to the refusal of the Examiner of Inter- 


ferences to consider certain testimony offered in rebuttal, the As- 


sistant Commissioner said: 


I have carefully read this testimony, and while I think the Examiner 
was warranted in disregarding it I am also of the opinion that its considera- 
tion could not have altered his decision. 

Mr. de Sanno testified that he first used the trade-mark in issue “in 
March or April, 1921.” Lieb testified that his first use of the mark 
occurred “the early part of 1920.” As I find nothing in the record to con- 
vince me that Leib’s testimony in that regard is untrue, his right to regis- 
ter the mark as against de Sanno was absolute unless he lost that right 
through certain transactions with de Sanno’s father prior to his application 
for registration. 


Then with reference to certain transactions between de Sanno, 
Sr., and Lieb, he said: 


In April, 1921, de Sanno, Sr., purchased Lieb’s business in connection 
with which the trade-mark in issue was used, and employed Lieb as man- 
ager. In March, 1925, Lieb bought the business back, and thereafter con- 
tinued to operate it as his own until after he was granted the registration 
here sought to be canceled. Lieb now insists that title never passed to 
de Sanno, Sr., because the purchase agreement was not fully performed. 
The point is material only as it affects Lieb’s continuous ownership of the 
trade-mark, and is of no importance in the present proceeding. Assuming 
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that de Sanno, Sr., owned the mark while in possession under the contract, 
such ownership necessarily revested in Lieb when he regained title to the 
business.1 


Conflicting Marks 


Frazer, A. C.: After stating that he had granted a rehearing 
of the appeal on which it had been held that the applicant was not 
entitled to register the words “Royal Charter’ as a trade-mark for 
whisky in view of the registration of the term “Old Charter’ for the 
same goods prior to applicant’s use, said: 


The contention is made that because of its great antiquity, and the fact 
that it has been operating under its “royal charter” for some three hundred 
years, these words have become synonymous with applicant’s name; and it 
is stated in the brief “that any grievance as to priority between the two 
parties is just the reverse to that which ordinarily obtains, i.e., ‘Old 
Charter’ has encroached upon the field of ‘Royal Charter,’ and not vic: 
versa.” Be that as it may, the fact remains that “Old Charter” was regis- 
tered in the Patent Office as a trade-mark for whisky four months before 
applicant’s earliest use of “Royal Charter” as a trade-mark for similar 
merchandise. Registration is controlled by the statute, and in this proceed 
ing the only question that may properly be considered is whether applicant's 
mark so nearly resembles the registered mark as to be likely to confuse 
the public or to deceive purchasers.” 


Van Arspate, A. C.: Held that applicant is not entitled to 


register, under the Act of 1905, the words “Eze Orange”’ for certain 


articles including soft drinks, in view of the prior registration by 


another of “E-Z Ade” for certain goods also including soft drinks. 

After noting that the applicant’s specimens show that the mark 
is applied to a drink which contains water, sugar and orange juice, 
and referring to the dictionary definition of the word “ade,” the 


Assistant Commissioner said: 


According to this definition, both marks apply to ade. This will be 
orangeade when having orange fruit flavor or content. The registrant is 
clearly entitled to identify h's soft drinks of orange fruit flavor and content 
as orangeade, and, of course, so is applicant. Further, the word “Orange” 
in applicant’s mark appears to identify nothing more than the flavor of the 
ade included in the statement of goods to which the mark is applied. In 


1 Albert P. de Sanno, Jr. (joined with A. P. de Sanno & Son, Ine.) v. 
Joseph A. Lieb (The Star Dental Manufacturing Co., Inc., Assignee, Sub- 
stituted), Canc. No. 2939, 163 M. D. Dec. 61, June 21, 1938. 

2 Ex parte Hudson’s Bay Company, Ser. No. 397,192, 163 M. D. 59, June 
11, 1938. 
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iew of the fact that, in accordance with the dictionary definition given 
ibove, ade and orangeade are common names of goods included in both the 
registration and the application, and the word orange alone would seem to 
dentify nothing more than the flavor of the ade, the Examiner, in my 
pinion, was correct in refusing registration because of confusing similarity 
between applicant’s mark and that of registration No. 295,033.° 


Van Arspae, A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for cane sugar, a 
composite mark including the word “Sunny,” in view of a prior 
registration by another of a trade-mark for the same goods consist- 
ing entirely of that word. 


In his decision, after noting that the cartons used by applicant 


bore the words ““McCahan’s Sunny Cane Sugar,” the word “Sunny” 


being much larger than the other words and in yellow, where the 
other words were in white, and then noting that the Examiner had 
held that confusion would be likely between the two marks and also 
that applicant’s mark was a bodily incorporation of the prior regis- 
trant’s mark, the Assistant Commissioner said: 


In my opinion, the Examiner is correct on both grounds. It seems to 
me that “Sunny” is clearly “an essential feature of his [appellant's] mark,” 
ind is the mark of the prior registrant cited. 


He further said: 


Even when the composite mark is viewed and considered as a whole, the 
word “Sunny” therein impresses me as being a dominant feature thereof 
and to be displayed with such prominence as to result in the likelihcod of 
the goods being called for as “Sunny,” and as to be likely to cause confu- 
sion or mistake in the mind of the public and to deceive purchasers, and 
thus to render the mark as a whole unregistrable under Sec. 5 of the Trade- 
Mark Act. 

The fact that the name “McCahan’s” appears over the word “Sunny” 
has not been overlooked. However, in my opinion, the word “Sunny” as it 
ippears in the mark creates a more dominant and stronger identifying 
impression than does the name “McCahan’s.” 


Then, with reference to the argument based on the difference in 
the cartons as a whole, he said: 


The fact that the cartons themselves and as a whole may identify the 
goods to as great an extent as the word “Sunny” in the mark is not con- 
trolling in view of the apparent likelihood of confusion resulting from the 


‘Ex parte Clayton J. Howel, Ser. No. 370,002, 163 M. D. 65, June 29, 
1938, 
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word “Sunny” thereon. Champion Spark Plug Co. vy. Globe-Union Mf. 
Co., 24 C. C. P. A. 1088; 88 F. (2d) 970 [27 T.-M. Rep. 266] .4 


Descriptive Terms 


Mackuin, F. A. C.: Held that the notice of opposition brought 
by opposer to the registration by applicant of the notation “Ring 
less Yarn” (the word “yarn” being disclaimed), as a trade-mark for 
rayon yarns, was properly dismissed on the ground of insufficiency, 
but that the term “Ringless” was not registrable as a trade-mark for 
the goods stated because it is merely descriptive thereof. 

In his decision, after referring to a patent and abstracts from 
trade journals with reference to the use of the word “‘ringless”’ as 
applied to hosiery, the First Assistant Commissioner said: 


I find, as did the Examiner, that in the hosiery trade it clearly appears 
that the notation “ringless” is used to denote a fabric which is free from 
horizontal rings, bands, or streaks, the presence of which, in the fabric, ad- 
versely affects the character of the product and lessens its purchasing ap- 
peal, also that this difficulty may be remedied either by a choice of material 
having such characteristics of thread of uniform thickness as that of rayon 
thread or yarn, or by a method such as disclosed in the Kaufman patent, 
No. 1,969,307. 


Then, after referring to the contentions of the respective parties 
and referring to such decisions as Chrysler Corporation v. Trott, 
23 C. C. P. A. 1098, 83 F. (2d) 302 [26 T.-M. Rep. 331], where the 
words ‘“‘Floating Power” were held not to describe the mountings 
for an engine, he said: 


I am convinced that the yarn of even thickness is widely recognized by 
the users of it in the making of hosiery to result in hosiery without rings 
or shadows and that the word “ringless” is an apt term for hosiery or other 
fabric produced thereby. In the case of Ex parte The Pennzoil Company, 
36 U. S. P. Q. 109, 486 O. G. 687, 159 M. D. 1056 [27 T.-M. Rep. 661], in 
which the registration of the words “Tough-Film” was sought as a trade- 
mark for lubricating oils, it was held that these words applied to a motor 
oil are clearly descriptive within the meaning of the statute and that 
“descriptiveness may apply to use or results, as well as to the particular 
nature of the goods themselves.” 


With respect to the notice of opposition, after noting that the 
Examiner of Trade-Mark Interferences had held that the notice of 


*Ex parte The W. J. McCahan Sugar Refining & Molasses Co., Ser. 
No. 373,302, 163 M. D. 67, June 30, 1938. 
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opposition did not contain any allegation of use by the opposer of 
the notation “ringless” to obtain therefrom the function of descrip- 
tiveness, he said: 


It seems to me that the opposition could have stated better ground for 
its injury. The opposer, having set forth that it was a manufacturer of 
artificial threads and yarns, did not even go so far as to say that its 
manufacturers or customers used the word “ringless” although the evidence 
shows that “ringless” had been used descriptively in advertising and 
presumably by customers of the opposer. The opposition does state that 
opposer believes it will be damaged by the registration of the descriptive 
word “ringless.” However, I do not find sufficient ground to reverse the 
Examiner’s finding.® 


Van Arspate, A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for surgical splints, 
the notation “Well Leg.” 

The ground of the decision is that the mark is descriptive of the 
goods. 

In his decision the Assistant Commissioner, after stating that it 
appeared from the labels filed with the application that the splint 
consists of a pair of members, one attached to the “well leg” and the 
other to the injured leg, said: 


Because the splints to which the trade-mark is applied are of the well 
known type characterized by having a part intended to be applied to the 
well leg of the patient, it is my opinion that the words “Well Leg,” when 
applied to splints of this character, are merely descriptive of the goods and 
of the character of the goods. The trade-mark consists of nothing but the 
two words “Well Leg.” It would seem that the mark might be considered 
also merely descriptive of the quality of the goods in that the function of 
the device is to render an injured leg well. In re Anti-Cori-Zine Chemical 
Company, 34 App. D. C. 191; 1910 C. D. 291; 151 O. G. 452. 


Then, after noting that appellant had referred to the fact that 
the record did not show that the precise term “Well Leg” had ever 
been applied to splints of this type, he said: 

This seems to me to be not controlling. In my opinion the mark has 


always been descriptive of the goods, irrespective of whether ever before 
applied thereto or not. If the word is descriptive to those skilled in the 


5 Industrial Rayon Corporation v. American Enka Corporation, Opp’n 
No. 15,266, 163 M. D. 54, June 10, 1938. 
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art, it is descriptive within the prohibition of the statute and is not 
registrable.® 


Van ArspaLe, A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, as a trade-mark for razor blades, 


the word “Penny.” 


In his decision he noted that the specimen containers filed by 
applicant carried the words “Double Edged Penny Blue Steel Blades 


Five for a Nickel” and that the Examiner refused registration be- 


cause the word “penny” merely is a price indication. 
Then, after noting applicant’s reference to other registrations 
alleged to be for similar marks, the Assistant Commissioner said: 


Practically all of these prior registrations contain features in addition 
to anything that may be considered as price indication. The single word 
“Penny” sought to be registered has no such additional features. This 
word is not included in any of the prior registrations listed, and therefore 
this case is distinguishable from the others. Even if any one or more of 
the registrations listed were improperly granted, that would not justify 
the granting of a registration which should be properly refused. Suffice it 
to say that the registrations listed do not appear to show that the Patent 
Office customarily grants registration of words which are so predominantly 
mere price indications of the goods as is the word “Penny” for razor blades 
that are sold for one cent apiece or five for a nickel.’ 

6 Ex parte The Tower Company, Ser. No. 367,878, 163 M. D. 63, June 
22, 1938. 

7 Ex parte Otto E. Kraus, doing business as Pal Blade Company, Ser. 
No. 368,698, 163 M. D. Dec. 66, June 29, 1938. 








